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A. Boursois & Co., Inc. v. ANNA Katze 
United States Circuit Court of Appeals, Second Circuit 
June 8, 1921 


Trapve-Marxs—“J ava” —INFRINGEMENT—RIGHT 
LABELS ON GENUINE ARTICLE. 
Defendant, who imported from its sole French manufacturers a 

face powder bearing the trade-marks “Java,” “A. Bourjois & Cie.,” 
and sold it in the original containers, was within her right and cannot 
be enjoined from such use of the marks, in favor of plaintiff who 


imported the identical goods under a sales contract with the manu- 
facturers. 


or Competitor To UsE 


In equity. From a judgment in favor of plaintiff, defendant 
appeals. Reversed. 


Briesen & Schrenk, of New York City (Hans V. Briesen, of 
Counsel), for plaintiff-appellee. 

John B. Doyle, of New York City (John R. Rafter, of Coun- 
sel), for defendant-appellant. 


Before Warp, Hoven and Manton, Circuit Judges. 


Warp, Circuit Judge: In July, 19138, the plaintiff, a corpora- 
tion of the State of New York, bought the business and good-will 
in the United States of A. Bourjois & Cie., E. Wertheimer & Cie., 
Successeurs, a French firm which had since 1879 sold in the United 
States a face powder manufactured by it in France, described as 
“Java.” The French firm registered in the United States Patent 
Office the trade-mark “Java” in 1888, the trade-mark “A. Bourjois 
& Cie.,” in 1908, and the word “Java” on the top and side of its 
box in 1912. The plaintiff in 1916, 1918 and 1919 registered three 
other trade-marks used by the French firm for face powder. Under 
all these trade-marks, the plaintiff imports in bulk the face powder, 


manufactured by the French firm and packs and sells it here in 
boxes. 


The defendant conducts a retail pharmacy in New York City 
and sells in New York, New Jersey and other states the same 


genuine face powder, manufactured by the French firm, imported 


by her in its original boxes, on which are printed its trade-marks 
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and labels. The only difference between the trade-mark and labels 
of A. Bourjois & Company, Inc., and A. Bourjois & Cie., E. Wert- 
heimer & Cie., Successeurs, is that the powder sold by the defendant 
is called Poudre de Rix de Java, as the plaintiff called it until 1916, 
when it altered the name to Poudre Java and that on the bottom of 
the plaintiff's boxes is printed ““Trade-Mark Reg. U. S. Pat. Off. 
Made in France—Packed in the U. S. A. by A. Bourjois & Co., 
Inc., of N. Y., Sucers. in the U. S. to A. Bourjois & Cie. and E. 
Wertheimer & Cie.” 

The plaintiff filed this bill on the ground of infringement of 
its registered trade-marks, praying that the defendant be enjoined 
both provisionally and finally from selling the French firm’s face 
powder under the trade-mark “Java,” under the trade-mark “Bour- 
jois” or under any of the plaintiff's registered trade-marks, and 
for an accounting. 

The District Judge granted the motion for a preliminary in- 
junction and the defendant appeals from that order. 

It is to be noticed in the first place that, the residence and 
citizenship of both parties being in the State of New York, no 
question of unfair competition is involved and indeed there is no 
evidence of any such competition. 

The assignment from A. Bourjois & Cie., E. Wertheimer & Cie., 
Successeurs to A. Bourjois & Company, Inc., is not produced, but 
we assume for the purpose of this case that the plaintiff is entitled 
to the French firm’s trade-marks under Menendez v. Holt, 128 U. S. 
514, and Wertheimer v. Batchellor, 185 F. R. 850 [1 T. M. Rep. 
114], and that it would be a breach of the French firm’s obliga- 
tions to sell its face powder in this country (Le Page v. Russian 
Cement Co., 51 F. R. 941). 

We set on one side all authorities cited by the plaintiff aris- 
ing out of sales under the same trade-marks of two different com- 
petitive articles manufactured by different persons, such as Hanover 
Milling Company v. Metcalf, 240 U. S. 408 [6 T. M. Rep. 149]; 
Scandinavia Company v. Asbestos Company, 257 F. R. 984 [9 T. M. 
Rep. 136], because it is quite clear that the defendant could not 
sell face powder manufactured by her or by any other person than 
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A. Bourjois & Cie. under these trade-marks. But the article sold 
by the plaintiff and covered by its registered trade-marks is the 
face powder actually manufactured by the French firm, imported 
in bulk and packed here by the plaintiff, which is the precise article 
imported by the defendant in the French firm’s original boxes and 
sold here. The question is whether the defendant has not the 
right to sell this article under the trade-marks, which truly indicate 
its origin. We think she has. The question has been so decided 
in three cases in the Circuit, Apollinaris Co. v. Scherer, 27 F. R. 
18; Russian Cement Co. v. Franenhar, 1388 F. R. 518, and Gretsch 
v. Schoening, 238 F. R. 780. In the Apollinaris case, Saxlehner, 
owner of the Hunyadi Janos Spring in Hungary, gave the Apol- 
linaris Company the exclusive right to sell the water under the 
trade-mark “Hunyadi Janos” in Great Britain and the United 
States. The Apollinaris Company registered the name and the 
label as trade-marks in the United States Patent Office. Scherer 
applied to Saxlehner to sell him the water for importation into the 
United States, which Saxlehner refused to do, telling him of the 
Apollinaris Company’s exclusive rights. Therefore Scherer pur- 
chased the water from other parties in Germany, imported it into 
the United States and sold it under the name Hunyadi Janos and 
with the same labels as the Apollinaris Company’s with one imma- 
terial variation. 
Justice Wallace said: 


“The complainant established an agency for the sale of the water 
in this country, but, as it now asserts, is unable to maintain its own prices 
for the article because the defendant purchases the water in Germany from 
persons to whom it has been sold by Saxlehner, imports it, and sells it here 
at lower prices. It is shown that the defendant purchases the water in 
bottles under the label adopted by Saxlehner containing the cautionary 
notice, and that he does this after having applied to Saxlehner to sell him 
the water and been refused and informed by Saxlehner of the com- 
plainant’s rights. 

“The bill of complaint proceeds in part upon the theory that the 
defendant is infringing the complainant’s trade-mark in the name and 
label applied to the water, but all the averments in this behalf may be 
disregarded as irrelevant to the real question in the case. No doubt is 
entertained that the name when applied to the water is a valid trade- 
mark, and that the complainant should be protected against the un- 
authorized use of the trade-mark by another. The complainant would be 
entitled to this protection entirely irrespective of the registration of its 
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trade-mark in the patent-office. The same observations apply to the use 
of the label. The complainant has a common-law right to the name and 
the label as a trade-mark by which its mineral waters are identified; and 
as the necessary diversity of citizenship exists between the parties to 
confer jurisdiction upon this court, the only effect of registration is to 
afford and perpetuate the evidence of the complainant’s title. But the 
defendant is selling the genuine water, and therefore the trade-mark is 
not infringed. There is no exclusive right to the use of a name or symbol 
or emblematic device except to denote the authenticity of the article with 
which it has become identified by association. The name has no office 
except to vouch for the genuineness of the thing which it distinguishes 
from all counterfeits; and until it is sought to be used as a false token 
to denote that the product or commodity to which it is applied is the 
product or commodity which it properly authenticates, the law of trade- 
mark cannot be invoked. 

“The real question in the case is whether the defendant is unlaw- 
fully interfering with any exclusive right of the complainant to control 
the sale of the water in the territory ceded to the complainant for that 
purpose by Saxlehner. It is manifest that the acts of the defendant tend 
to deprive the complainant of the substantial advantages which it expected 
to obtain from the privilege transferred to it by Saxlehner. It can no 
longer maintain its own prices for the mineral water, or hold out the 
inducements it formerly could to the agents it has selected to introduce 
the article to the patronage of the public, and build up a trade. It can 
no longer protect itself as efficiently against the chances of a spurious 
article being palmed off upon the public as its own. It is therefore 
measurably deprived by the acts of the defendant of the profits and bene- 
fits which it contemplated when it purchased from Saxlehner the exclusive 
right of importing the water into this country and selling it here. If 
the complainant could acquire an exclusive right to sell the water here 
the case would be plain. If it could not, it still remains to consider 
whether the defendant has violated any duty which the law recognizes in 
his relations to the transaction. There would seem to be no doubt that 
the agreement between Saxlehner and the complainant was a valid one. 
He had the right to dispose of his property in the product of his spring 
as he saw fit, and it is not apparent how the transfer of a part of his 
exclusive right to vend the water, by which a territorial division in its 
enjoyment was created, can be deemed obnoxious to any principle of public 
policy as tending to create a monopoly or an unlawful restraint of trade. 
If Saxlehner were now endeavoring to compete with the complainant in 
the sale of the water in the ceded territory, his conduct would furnish 
a ground for equitable jurisdiction and the remedy of an injunction be- 
cause of the inadequacy of a remedy at law. Bisp. Eq. 463. It is equally 
clear that if the defendant were cooperating with Saxlehner collusively 
to violate the complainant’s right to the exclusive sale of the water he also 
would be restrained. In such a case the foundation of equitable redress 
would be the breach of covenant on the part of Saxlehner, and the de- 
fendant when acting in aid would be identified with Saxlehner and amen- 
able to the remedy as though he were Saxlehner himself. But it is im- 
portant to bear in mind that the case would be one for equitable cognizance, 
and the remedy of an injunction merely upon the ground that the com- 
plainant’s damages arising from the breach of covenant could not be 
reparably redressed at law.” 
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In the Le Page case, the defendant bought in bulk of three 
parties glue made and sold by the plaintiff under the trade-name of 


Le Page’s Glue and bottled and sold it under that name. We 


said: 


“Counsel for complainant argues that defendants should be enjoined 
from applying the name “Le Page” to a glue made by complainant which 
is inferior to the most expensive brands sold by complainant under that 
name, on the ground that this is a gross fraud and an imposition upon 
the public. How such conduct constitutes a fraud upon the public does 
not appear from the evidence. The labels on defendants’ bottles contain 
no statement as to whether the glue put up by it is either of a superior 
or inferior quality, but merely that this glue is manufactured by com- 
plainant and is bottled by defendants, and that ‘This glue is known all 
over the world as the best for cementing wood, leather, glass, etc. If the 
public gets an inferior quality of glue when it purchases that bottled by 
defendants, it is because the complainant has seen fit to sell such glue 
under the same trade-name as it had applied to a superior article, and 
has chosen thus to reap the profit from the sale to the public of two 
qualities or grades of the same article under the same trade-name. A 
court of equity will not enjoin a person from affixing to goods sold by 
him their true name and description, in the absence of any evidence of 
an attempted fraud, such as by representing his goods as of a different 
origin or quality or manufacture from what they actually are. The case 
of Gillott v. Kettle, 3 Duer 624, cited by complainant as ‘very close in 
point, illustrates the rule and its application. There the defendant re- 
moved the labels from an inferior quality of pens manufactured by com- 
plainant and affixed other labels which imitated the labels on a superior 
quality of pens made by the complainant. The court held that ‘by such a 
practice the defendant endeavors by a false representation to effect a dis- 
honest purpose; he commits a fraud upon the public and upon the manu- 
facturer.’ But here there is no false representation by spurious label or 
false statement. The label tells the truth, and nothing but the truth. 
There is no fraud upon the public, for it gets the genuine identical thing 
described by the label (Apollinaris Co. v. Sherer [C. C.] 27 Fed. 18); 
there is no fraud upon the manufacturer, for its vendees resell its 
manufacture, to which it has applied its name (Vitascope Co. v. United 
States Phonograph Co. [C. C.] 83 Fed. 30), couples with the statement 
that it (the vendee) is responsible for the bottling of the manufacture.” 


In the Gretsch case, the Gretsch Company had the exclusive 
agency for the United States of the sale of the violin strings made 
in Germany by Mueller under the name “Eternelle”’ and with 
Mueller’s approval registered the name as a trade-mark in the 
United States Patent Office. Schoening purchased such strings in 
Germany and imported them into the United States under section 


or 


27 of the Trade-Mark Act as to the importation of merchandise 
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copying or simulating a trade-mark registered in the United States 
Patent Office. After referring to the foregoing case, we said: 


“The rationale of both decisions is that the defendant in each case 
was selling the genuine article identified by the trade-mark and the public 
was not misled, but was getting exactly what it paid for. These decisions, 
however, were made before the act in question was passed. Assuming 
that Congress could protect the owner of a registered trade-mark against 
the importation by third parties of the genuine article under that trade- 
mark, has it done so? We think not. The act prohibits the entry of 
imported merchandise which shall ‘copy or simulate’ a trade-mark regis- 
tered under it. The obvious purpose is to protect the public and to pre- 
vent any one from importing goods identified by their registered trade- 
mark which are not genuine. In this case, however, the imported goods 
were the genuine articles identified by the trade-mark. We assume that 
Schoening has a valid trade-mark, even if he does not manufacture the 
strings, Menendez v. Holt, 128 U. S. 514, 9 Sup. Ct. 143, 32 L. Ed. 526, 
applying to the whole of the United States, and still are of opinion that 
it is not infringed by one who buys in Germany the genuine article identi- 
fied by the trade-mark, imports it into the United States and sells it so 
marked here.” : 


The analogy between patents and trade-marks is not complete. 
The patent gives the right to make, sell and use and grant to others 
the right to make, sell and use such patent in the United States for 
the term of the patent. Hence, articles labeled, made, used and 
sold in foreign countries cannot be sold in this country, if they in- 
fringe the patent. Trade-marks, on the other hand, are intended 
to show without any time limit the origin of the goods they mark so 
that the opinion of the public may be protected against the sale of 
one man’s goods as the goods of another man. If the goods sold 
are the genuine goods covered by the trade-marks, the rights of the 
owner of the marks are not infringed. 

The order is reversed. 

Hoven, C. J., dissenting: The majority opinion states as 
the question in this case whether the defendant “has not the right 
to sell this article under the trade-marks which truly indicate its 
origin.” With this statement I agree, but disagree with the mean- 
ing given by the decision to the word “origin.”’ 

It is not yet settled whether a trade-mark is to be primarily 
regarded as protecting the trade-mark owner’s business from unfair 
competition or protecting the public from imitations. 
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The decisions in this case seem to me to lean the wrong way 
because, in my opinion, a trade-mark is primarily a protection to the 
owner's business. It is attached to the business as a part of it and 
cannot be detached therefrom; there being no such thing as a trans- 
fer of a trade-mark in gross. If this be true, it makes no difference 
whether the plaintiff's business accrued out of the agency for an- 
other, provided only that it be shown that this is an honest business 
and belongs to the person who attached and (perhaps) duly regis- 
tered the trade-mark which describes the product of that business. 

This plaintiff made a business in Java powder. It is an honest 
business and, therefore, whatever rights the French manufacturer 
had in the United States became the rights of the plaintiff. If, 
therefore, the primary function of a trade-mark is to protect this 
plaintiff's business in his own country, it makes no difference at all 
that the genuine French article is the thing offered by defendant. 
That genuine article has become an infringement because the busi- 
ness of dealing in that article within the United States is the plain- 
tiff’s business. 


PerFectTion Mrc. Co. v. B. CoLtemMan SILver’s Co. 


B. CoLteMan SiLver’s Co. v. PerFrection Mre. Co. 
270 Fed. Rep. 576) 


Circuit Court of Appeals, Seventh Circuit 


January 10, 1921 


Trape-Marks—INFRINGEMENT—“UNCLEAN Hanns” Bar To RE tier. 
In a joint appeal in a case of trade-mark infringement, where 
each party was shown to have resorted to unfair business practices 
, to the detriment of the other, neither will be granted the relief sought, 
as the doctrine of “clean hands” applies to the business man who has 
/ a legitimate business, as well as to the business parasite. 
In equity. From a decree by the District Court of the United 
States for the Eastern Division of the Northern District of 
Illinois dismissing the bill and cross-bill, both parties appeal. 


j Affirmed. For opinion of the lower court, see 10 T. M. Rep. 101. 


Howard G. Cook, of St. Louis, Mo., for Perfection Mfg. Co. 
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Samuel W. Banning, of Chicago, Ill., for B. Coleman Silver’s 
Co. 


Before Baker, Atscuuter, and Evans, Circuit Judges. 


Evan A. Evans, Circuit Judge: There is but one question— 
a question of fact—requiring our consideration: Has appellant so 
conducted its business as to justify the court in refusing it relief 
against appellee’s misconduct? 

As to the appellee’s position, no possible view of the evidence 
can support any of its various grounds for relief. Its business 
practices are so unworthy as to leave no alternative for the court. 
To it certainly the doors of a court of equity should be closed. 
For, not satisfied with copying appellant’s swing and putting it on 
the market as its own, it simulated appellant’s name and finally re- 
sorted to gross misrepresentations to the trade that find no sem- 
blance of justification in its explanations. 

But appellee’s gross misconduct will avail the appellant noth- 
ing if in the operation of its business, it, too, resorted to misrepre- 
sentations concerning a patent not justified in fact. Dishonest 
business practices by an unscrupulous competitor cannot justify a 
resort to similar methods by one honestly conducting a legitimate 
business that has been worthily developed. For dishonest or un- 
worthy methods are not purged of their impropriety because they 
are adopted as a method of retaliation. 

And this is unfortunately what occurred. Appellant resorted, 
in a milder way, to the unworthy practices of its rival. It tried 
to bulldoze the trade by misrepresentations concerning patent pro- 
tection which did not exist. It circularized the trade asserting con- 
trol of the baby swing that it sold when in fact no patent had 
been issued. In other ways which we need not recite it forfeited 
its right to the court’s protection against the unfair and unworthy 
methods of its rival. 

“He who comes into equity must come with clean hands.” 
This maxim applies to the business man who has a legitimate busi- 


ness as well as to the business parasite who first steals another's 
name, then his business, and finally attempts to deceive the retail 


— 


w 
, 
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trade by false and fraudulent representations respecting the exist- 
ence and the protection of a patent. 

Appellant’s misrepresentations heretofore referred to dealt 
with an article (a baby swing) which was also manufactured by a 
competitor and to which appellant applied its trade-mark. The 
defense of unclean hands, therefore, extends not only to the unfair 
methods of competition, but also to the alleged infringement of the 
trade-mark. Clinton E. Worden & Co. v. California Fig Syrup 
Co., 187 U. S. 516, 528, 23 Sup. Ct. 161, 47 L. Ed. 282; Manhattan 
Medicine Co. v. Wood, 108 U. S. 218, 2 Sup. Ct. 436, 27 L. Ed. 
706; Pidding v. Howe, 8 Simons, 477; Leather Cloth Co. v. Ameri- 
can Leather Cloth Company, 4 De G., J. & S. 137, 142, affirmed 11 
H. L. cases, 528; Hogg v. Marwell, L. R. 2 Ch. 316; 26 R. C. L. 
902-906. 


The decree is affirmed. 


Breecu-Nut Packinc Company v. P. Lorittarp CoMPANY 


United States District Court for the Southern District of New York 
June 9, 1921 


TrADE-MarRKS—INFRINGEMENT AND Uwnrair COMPETITION—VENUE~ IN 
Diverse J URISDICTIONS—W AIVER—DIsMISSAL. 


Where suit was brought in a district whereof neither party was an 
inhabitant, the waiver of right to be sued in the proper district is not 
effectuated by a consent, executed under a State statute, that process 
may be served upon a designated person, and the complaint is, accord- 
ingly, dismissed for lack of jurisdiction. 

In equity. Action for trade-mark infringement and unfair 
competition. Dismissed. 


Philip B. Adams, of New York City, for complainant. 


Meyers, Cavanagh, Whitehead & Hyde, of New York City, for 
defendant. 


Aveustus N. Hanp, District Judge: The bill of complaint 


alleges (a) infringement of a registered trade-mark, (b) unfair 
competition. 


: 
| 
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The complainant is a corporation of the State of New York, 
and its principal office and place of business is at Canajoharie, in 
the Northern District. The defendant is a New Jersey corpora- 
tion, which has obtained a certificate to do business in the State 
of New York, and has designated a person on whom process may be 
served for the corporation within said State. The place within the 
State which was designated as the principal place of business 
was No. 119 West 40th Street, and the person designated to re- 
ceive process was G. T. Minnigerode, who filed his consent to the 
designation, pursuant to the New York Statute. Section 51 of the 
Judicial Code provides: 

“* * * no civil suit shall be brought in any district court against any 
person by any original process or proceeding in any other district than that 
whereof he is an inhabitant; but where the jurisdiction is founded only on 
the fact that the action is between citizens of different States, suit shall 


be brought only in the district of the residence of either the plaintiff or 
defendant.” 


It is true that where a federal question exists, or diverse citi- 


zenship exists, the venue of the action may be waived, but I find 
no case in the Federal Court which holds that such a waiver is 
effectuated by a consent executed under a State Statute that process 
may be served upon a designated person. It was made clear in 
Chipman, Ltd., v. Jeffery, 251 U. S. 3738, that, if a defendant was 
doing business in the State, this court could obtain jurisdiction over 
its person by serving a designated agent, but that was quite differ- 
ent from holding that doing business, or appointing an agent, was 
a waiver of the right to insist upon being sued in the proper dis- 
trict. The only question which really arose in the case of Chipman, 
Ltd., v. Jeffery, supra, was whether the presence of a designated 
agent would justify service of process upon a defendant corpora- 
tion which had ceased to do business here. It was not a case like 
the present where neither the complainant nor the defendant was 
a resident of the district. 

In Chipman, Ltd., v. Jeffery, the plaintiff was a New York 
corporation having its principal place of business within this dis- 
trict. The case of Keasbey & Mattison Company, 160 U. S. 221, 
is directly in point. There the court said: 
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“But a corporation, by doing business or appointing a general agent 
in a district other than that in which it is created, does not waive its right, 


if seasonably availed of, to insist that the suit should have been brought 
in the latter district.” 


It was argued there by the counsel for the petitioner that the 
defendant by doing business in New York, where the laws required 
a non-resident corporation to designate a person upon whom service 
might be made, or in case such designation were not made, that 
service might be made upon its managing agent, waived its privilege 
of being sued only in the place of its inhabitance. The Supreme 
Court expressly refused to adopt such a view. See Shaw v. Quincy 
Mining Company, 145 U. S. 444; Galveston v. Gonzales, 151 U. S. 
496. Such cases as Bagdon v. Philadelphia & Reading Coal & 
Iron Company, 217 N. Y. 432, and Smolik v. Philadelphia & Co., 
222 Fed. 148, related to the question of jurisdiction over the per- 
son of a foreign corporation and not to the place where suit might 
be brought under the provisions of the Federal Judicial Code. 

The motion to set aside the service and dismiss the complaint 
for want of jurisdiction is granted for the reason that complainant 
has brought its suit in a district whereof neither the complainant 
nor the defendant is an inhabitant. 


Hus Criotuine Co., or WiLKEs-BarreE v. COHEN, ET AL. 
(113 Atlantic Rep. 677) 


Supreme Court of Pennsylvania 
May 16, 1921 


Trape-Marks—“THe Hus’—InrrinGemMeNnt—Derense or LAcuHes. 

The fact that plaintiff, which conducted a retail clothing business 
under the trade-mark “The Hub,” failed to prosecute small infringers 
does not justify defendant in using the same mark in a competing busi- 
ness. 

Trape-Marxs—Terrirorian Extent or Prorection—Errecr or State 

REGISTRATION. 

Plaintiff's use of the mark is not restricted to the particular town 
in which the establishment is located, for the property in a trade- 
mark is not limited by fixed territorial bounds, but depends on the 
extent and character of the business; and the fact that plaintiff failed 
to register his mark under the State statute does not deprive the court 
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of jurisdiction to determine the validity of a right claimed by another 
to the exclusive use thereof. 


In equity. From a judgment of the lower court, defendant 
appeals. Affirmed. 


W. A. Valentine, of Wilkes-Barre, Pa., for appellants. 
Thomas F. Farrell, of Wilkes-Barre, Pa., for appellee. 


Before Moscuzisker, C. J., and Frazer, WaALLING, SIMPSON, 
KepuHart, and ScHaFFErR, JJ. 

Frazer, J.: Plaintiff, a corporation, is engaged in the retail 
clothing and gentlemen’s furnishing business, in the city of Wilkes- 
Barre, Luzerne County. It began business in 1909, at which time 
it adopted the trade-name “The Hub,” with the design of a hub 
between the two words, and since that time has used this trade 
design in its advertising of all kinds throughout Luzerne County, 
including signs, billboards, stationery, newspapers, and circulars, 
and expended an amount in excess of $105,000 in such advertise- 
ment. Wilkes-Barre is the county seat and business center of 
Luzerne County with a number of smaller cities and towns in the 
vicinity, among them the city of Pittston, nine miles distant from 
Wilkes-Barre, containing approximately 20,000 inhabitants. Plain- 
tiff’s customers are not confined to the city of Wilkes-Barre, but 
to the surrounding country and towns, including the city of Pitts- 
ton, from which place plaintiff estimated it derived between one- 
fifth and one-sixth of its annual gross business of $500,000. 

In July, 1920, plaintiff arranged for the purchase of a site 
for a branch store to be opened in Pittston. At about the same 
time, defendants, who had for a number of years been conducting 
a retail clothing business in Pittston, under the name of Cohen 
Bros., began extensive advertising under the trade-name “The Hub,” 
using substantially the same design as that in use by plaintiff. On 
August 8, 1920, defendants registered this trade-name with the 
secretary of the commonwealth, pursuant to the Act of June 20, 
1901 (P. L. 582; Pa. St. 1920, §§ 21207-21210, 21212, 21213). 
Plaintiff then filed the present bill for an injunction to restrain de- 
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fendants from using plaintiff's trade-name, and, from a decree grant- 
ing such injunction, defendants appealed. 

The first argument advanced by defendants is that plaintiff 
could acquire no exclusive right in the trade-name used, for the rea- 
son that that descriptive term, previous to the beginning of the pres- 
ent proceedings, had been in use by others in the vicinity of Wilkes- 
Barre for a number of years. While there is evidence to support 
this contention in part, it appears that those who at various times 
had done business under the name in question had discontinued its 
use with one exception, which was that of a dealer in men’s and 
boys’ furnishing goods in a small town adjacent to the city of 
Pittston and eleven miles from Wilkes-Barre. The court below 
found that the business done by this merchant was “so inconsider- 
able that plaintiff did not deem it advisable to restrain him.” How- 
ever this may be, the mere fact that others had infringed upon 
plaintiff's right without interference fails to justify the infringe- 
ment of defendants. Plaintiff may well have believed that the 
damage to its business done by others through the use of its trade- 
mark was scarcely worth the trouble and expense of instituting 
legal proceedings to enforce its rights, considering the slight in- 
jury their opposition would inflict upon plaintiff’s trade. The 
mere fact that another assumed the use of plaintiff’s trade design 
is not sufficient to estop it from maintaining proceedings to enjoin 
an infringement by defendants, or furnish the latter an excuse for 
their wrongful act. Penna. Brewing Co. v. Anthracite Beer Co., 
258 Pa. 51, 101 Atl. 925; Clark Thread Co. v. Armitage, 74 Fed. 
936, 21 C. C. A. 178; Filley v. Fassett, 44 Mo. 169, 100 Am. Dec. 
275. 

Defendants also argued that as their store is located in a city 
nine miles distant from Wilkes-Barre, there could be no interfer- 
ence with plaintiff's trade. As the business of plaintiff is derived, 
not only from Wilkes-Barre but also from residents of Pittston and 
other parts of the county, and plaintiff's advertising not only 
reached local buyers but substantially people of the entire county, 
through the medium of signs, newspapers, printed matter, etc., there 


is no merit in this contention. The property in a trade-mark is 
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not limited by fixed territorial bounds, but frequently extends over 
a large area, depending upon the extent and character of the busi- 
ness, and through sources tending to attract customers from a 
large area. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 
415, 416, 36 Sup. Ct. 357, 60 L. Ed. 713 [6 T. M. Rep. 149]. The 
evidence in this case clearly shows plaintiff’s market extended to 
the city of Pittston and its right to have its property in the trade- 
mark protected is coextensive with the territory throughout which it 
is known and from which it has drawn its trade. 

The fact that plaintiff failed to register its trade-mark under 
the provisions of the Act of 1901 will not prevent it from enforcing 
its right by proper legal proceedings. The Act of 1901 merely pro- 
vides that the certificate of registration issued by the secretary of 
the commonwealth shall be proof of the adoption of the label or 
trade-mark by its holder. It does not deprive the court of juris- 
diction to determine the validity of a right claimed by another per- 
son to the exclusive use of the design. Fraim Lock Co. v. Shimer, 
43 Pa. Super. Ct. 221. It prohibits infringements until, or unless, 
the registry is revoked, upon proper proof being made to the secre- 
tary of the commonwealth that there has been a prior adoption of 
the device. Aside from the question of the trade-mark this court 
has said: 

“A manufacturer has no right to inclose his packages in labels so like 


that of a rival as to deceive a purchaser.” Penna. Brewing Co. v. Anthra- 
cite Beer Co., supra. 


The effect of the act of defendants in this case must necessarily 
be to claim unfairly a share of plaintiff's business and produce 
confusion in the public mind as to the identity of the person or firm 


whose goods they were buying and, consequently, result in finan- 
cial loss to plaintiff. 


The decree is affirmed at appellants’ cost. 
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Houtiey Miviuine Co. v. Sart Lake & Jorpan Mitt & ELevator 
Co. 
(197 Pacific Rep. 731) 
Supreme Court of Utah 
May 5, 1921 


Trape-Marxks—“Wuite Fawn”—INFrrINGEMENT—ASSIGNMENT Vor WItH- 
out Goop-wILL. 

Plaintiff, by an assignment of an alleged trade-mark without the 
good-will of the business obtained nothing, as a trade-mark is not 
transferable except in connection with some business or enterprise. 

Trape-Mark—INFRINGEMENT—Ricuts Unper Savte—Lacues. 

A sale to plaintiff by defendant of certain mill property and 
equipment did not convey either the business good-will or trade-mark, 
and defendant’s delay from the date of sale, August 27, 1918, to May 
30, 1919, in bringing suit is not laches sufficient to deprive it of relief. 

Trave-M arks—INFRINGEMENT—ACCOUNTING. 

Where plaintiff, after knowledge of defendant’s right to the mark, 
continued its use, it should be held for the usual accounting of all 
profits realized by it from the sale of the infringing goods after the 
bringing of the action. 


From judgment of the District Court, Salt Lake County in an 
action for trade-mark infringement, both parties appeal. Affirmed 
in part, and reversed in part. 


Stewart, Stewart § Alexander, of Salt Lake City, Utah, for 
appellant. 
A. G. Horn, of Ogden, Utah, for respondent. 


Frick, J.: The plaintiff, a corporation, brought this action 
against the defendant, also a corporation, alleging that the defend- 
ant was wrongfully using a certain trade-mark, the property of 
plaintiff, and asked that the defendant be enjoined from continuing 
the use thereof, for an accounting, and prayed judgment for 
damages. 

The allegations of the complaint material to this controversy 
will be more specifically referred to in the course of the opinion. 

The defendant answered the complaint, and, after admitting 
certain allegations, denied all of plaintiff's alleged claims relating 
to said trade-mark and set up a counterclaim in which it fully set 
forth its rights to the trade-mark; that the plaintiff had been, and 
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was, wrongfully and unlawfully using said trade-mark, prayed for 
an injunction, for an accounting, and for judgment for damages. 

The facts, as they are reflected in the evidence and the court's 
findings, are substantially as follows: 


“On the 27th day of August, 1918, the defendant was the owner of 
two milling plants, one located at North Salt Lake and the other at South 
Jordan, near Sandy, a town some distance south of Salt Lake City in Salt 
Lake County; that the defendant on said day, and for more than twenty 
years prior thereto, had continuously carried on the business of manu- 
facturing flour at the places aforesaid, which it sold in the markets of 
Utah, ete.; that during all of said time the defendant manufactured and 
sold as aforesaid a certain brand of flour ‘which was known, identified, and 
referred to as the “White Fawn Brand” of flour, and for which there was 
great demand’; that said brand of flour during the period aforesaid was 
manufactured of uniform quality and was placed into sacks and barrels 
‘upon which was printed a label, or design, indicating a pictorial repre- 
sentation of a fawn or deer, and the words “White Fawn,” together with 
the words “White Fawn leads them all,’ and other words and marks in- 
cluding the name Salt Lake & Jordan Mill & Elevator Company’; that 
said brand of flour became widely known to the trade as a valuable and 
desirable brand of flour, and had acquired a high reputation and had an 
extensive sale in Salt Lake County and elsewhere, and the sale of said 
flour was a great source of profit to the defendant during the period 
aforesaid; that ‘said brand became and was, and is, a trade-mark,’ the 
essential feature of which ‘was the pictorial representation of a fawn, or 
deer, used in connection with the words “White Fawn” and “White Fawn 
leads them all”’; that on June 4, 1918, the plaintiff and defendant entered 
into a written agreement whereby the defendant agreed to sell and the 
plaintiff agreed to purchase the milling plant located at North Salt Lake, 
including the real estate; that said agreement, among other things, pro- 
vided that the defendant agreed to sell and plaintiff agreed to purchase 
‘that certain mill site and milling plant * * * located at North Salt 
Lake * * * consisting of approximately three acres of land, together 
with the buildings and improvements thereon’; that after stating the terms 
and conditions concerning payments and conveyance the agreement also 
provided ‘that first party (the defendant) does not sell hereby, but re- 
serves to itself ownership in all goods, wares, and merchandise in trade, 
and all trucks, wagons, horses, harnesses, and delivery equipment’; that 
upon the execution of said agreement, to wit, June 4, 1918, plaintiff took 
possession of said milling plant and property purchased by it; that there- 
after, on the 27th day of August, 1918, the defendant, by warranty deed, 
duly conveyed said milling plant to the plaintiff, which deed, after describ- 
ing the property, contained the following: “Together with the milling 
plant upon said premises and all buildings, equipment, tools, appurtenances, 
rights and privileges thereto belonging, except all trucks, wagons, horses, 
harnesses and delivery equipment of the grantor used in connection with 
its said milling plant.’ 

“The court also found ‘that the defendant did not transfer or convey 
to plaintiff the defendant’s business or defendant’s good-will, or the trade- 
mark “White Fawn,” or “White Fawn leads them all”, nor the other 
words or the designs constituting said trade-mark. It is further found 
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that said trade-mark was first used by defendant in connection with the 
sale of flour which was manufactured near the town of Sandy, aforesaid, 
and was so used prior to the use thereof at the plant at North Salt Lake, 
and that said trade-mark was not a part of defendant’s business at said 
North Salt Lake; that defendant, ever since the year 1900, and prior 
thereto, had carried on a general milling business, and had sold the flour 
manufactured in said business, and during all of said time had used said 
trade-mark in connection with said business; that on the 4th day of 
October, 1905, the defendant ‘registered with the State of Utah’ said ‘trade- 
mark,’ stating the particulars; that said trade-mark for more than twenty 
years had continuously been used by the defendant as hereinbefore stated, 
and that the same is of great value to the defendant, who is the exclusive 
owner thereof; that if the plaintiff is permitted to continue the use of said 
trade-mark defendant will be ‘seriously and irreparably damaged. The 
court also found that the plaintiff is not the owner of said trade-mark, and 
is not entitled to the relief prayed for ‘nor to any relief whatever.’ The 
court also made a finding which, however, is more in the nature of a con- 
clusion, namely, ‘that the defendant has not suffered any damages by 
reason of the use by the plaintiff of said trade-mark and brand’.” 


There is also evidence upon which no findings were made 
showing the amount of flour the plaintiff sold with the brand of 
trade-mark in question during a particular period of time, and the 
net profits it realized from such sales to wit, fifteen cents per 
barrel. There is also evidence respecting the net profits the de- 
fendant obtained from the sale of each barrel of flour with said 
brand or trade-mark. There are also other features upon which 
some evidence was produced which are not covered by the findings, 
and, which, so far as material, will be referred to in the course 
of the opinion. 

The plaintiff, in its complaint, defined the trade-mark as the 
same is set forth in the findings, and based its right and title 
thereto and the right to its use upon the clause in the deed of 
conveyance which we have quoted in the foregoing statement. It 
was also made to appear at the trial that after the agreement of 
sale was entered into, and perhaps after the deed of conveyance 
was made, the defendant sold plaintiff some sacks with the brand or 
trade-mark printed thereto, that is, the sacks which the defendant 
had been using at the North Salt Lake plant with “Salt Lake City, 
Utah,” printed on the sacks. It also appears from the evidence 
that before bringing this action the plaintiff claimed the right to 
the use of the trade-mark from a source other than from the de- 











ec A A TSI 





228 ELEVEN TRADE-MARK REPORTER 


fendant, and that pursuant to such claim, plaintiff, under date of 
March 17, 1919, notified the defendant as follows: 

“As we have acquired from the rightful owners, Collins & Co., whose 
authority is recorded under trade-mark No. 107,572 in the Patent Office 
at Washington, D. C., the exclusive right for the State of Utah for the 
use of the brand ‘White Fawn’ for wheat flour, we therefore request that 
you discontinue the use of this brand at once.” 

At the trial plaintiff produced in evidence what is called a 
“bill of sale” from said Collins & Co. to the plaintiff, granting to it 
the exclusive right to the use of said trade-mark “White Fawn” 
throughout the State of Utah. In connection with said bill of 
sale plaintiff produced in evidence the notice it filed in which it 
claimed said trade-mark, in accordance with the provisions of our 
statute. As before stated, however, the court found that the de- 
fendant was the sole owner of, and had the exclusive right to use 
said trade-mark in connection with its business and that plaintiff 
had no right to its use. 

The court made conclusions of law and entered judgment 
enjoining plaintiff from using said trade-mark, but denied the de- 
fendant any damages. Both parties appeal from the judgment. 
Both parties assail the court’s findings and conclusions of law in 
certain particulars, which are stated in their respective assignments 
of error, which, so far as material, will be considered in their order. 

In view that a trade-mark is not transferable except in con- 
nection with some business or enterprise in which it is used as such 
(88 Cyc. 367, Rodseth v. Northwestern Marble Works, 129 Minn. 
472, 152 N. W. 885, Ann. Cas. 1917A, 257, Independent Baking 
Powder Co. v. Boorman (C. C.) 157 Fed. 448, and Bulte v. Igle- 
heart Bros., 187 Fed. 499, 70 (C. C. A. 76), the plaintiff obtained 
nothing from Collins & Co. by reason of the so-called bill of sale or 
transfer of the alleged trade-mark. 

We remark that, in view of the whole evidence, the findings 
and conclusions of the district court that the defendant was the 
sole owner of said trade-mark and had the exclusive right to its 
use in connection with defendant’s business, and that the plaintiff 
did not have the right to use the same, are clearly sustained by the 
evidence, and are affirmed. 
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This brings us to the principal question which arises on de- 
fendant’s assignment that the district court erred in refusing to 
award it substantial damages. 

In Enoch Morgan’s Sons Co. v. Wendover, 43 Fed. 421, 10 
L. R. A. 283, the court said: 


“It is perfectly well settled that a ‘trade-mark’ is property. If so, any 
use of it by others than the owner or rightful possessor, if unauthorized, is 
unlawful. * * * The law, then, is bound to protect the owner of this 
property in the use, and the exclusive use.” 

If such be the law, then the defendant is entitled to the pro- 
tecting hand of the law both in securing to it the full enjoyment 
of its property and in awarding damages for any unlawful inter- 
ference with its rights. 

In view of the law as just stated, defendant’s counsel contend 
that their client is entitled to the full measure of damages that is 
usually allowed in such cases. If, however, such is not the case, 
then they insist that their client is, nevertheless, at least entitled 
to the net profits which the plaintiff realized from the sale of the 
White Fawn brand of flour from the time it began to sell said 
brand. While the question respecting what damages should be 
allowed to the defendant in view of the circumstances of this case 
is not entirely free from difficulty, yet it is very clear that in view 
of the law applicable to such cases the findings and conclusions of 
the court respecting damages cannot be sustained. The only ques- 
tion is, What is the true measure of damages that should be applied 
in this case in view of all the circumstances? 

The rule is so tersely and so clearly stated by the author in 
t Sutherland on Damages (4th Ed.) § 1201, that we take the liberty 
of repeating it here: 


“In equity, if there is ground for invoking its jurisdiction, and an in- 
fringement has been found and decreed, and there has been no unreason- 
able delay in commencing the suit, an account of profits will be decreed, 
which means the net profits the infringer has actually realized. This rule 
holds good regardless of whether the owner would have recovered a like 
profit on similar sales.” 


In cases where bad faith in the use of the trade-mark is shown, 
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additional elements of damages are sometimes permitted, and 
larger damages are allowed. 

The measure of damages, as it is stated in the above quotation 
from Sutherland, is sustained by the overwhelming weight of 
authority. We shall refer to only a few of the many cases that 
could be cited upon the subject, namely: Regis v. Jaynes & Co., 
191 Mass. 245, 77 N. E. 774; W. R. Lynn Shoe Co. v. Auburn- 
Lynn Shoe Co., 100 Me. 461, 62 Atl. 499, 4 L. R. A. (N. S.) 960; 
El Modello, etc., Co. v. Gato, 25 Fla. 886, 7 South. 23, 6 L. R. A. 
823, 23 Am. St. Rep. 537; Graham v. Plate, 40 Cal. 593, 6 Am. 
Rep. 640; Wolf Brothers v. Hamilton-Brown Shoe Co., 206 Fed. 
611, 124 C. C. A. 409, affirmed in 240 U. S. 251, 36 Sup. Ct. 269, 
60 L. Ed. 629 [3. T. M. Rep. 415]. We shall hereinafter again 
refer to some of the foregoing cases. 

Plaintiff's counsel contend, however, that the defendant had 
permitted the plaintiff to use the trade-mark, and had otherwise 
been guilty of laches or delay in asserting its claim, and that for 
that reason the district court’s finding and conclusion that the de- 
fendant is not entitled to substantial damages should be sustained. 
There is no merit to the contention that the defendant should be 
deprived of all damages merely because it did not sooner assert 
its right to the exclusive use of the trade-mark in the courts. In 
this case the agreement of sale was entered into on the 4th day of 
June, 1918, at which time the plaintiff took possession of the milling 
plant. The deed of conveyance was made August 27, 1918, and 
the complaint in this case was filed May 30, 1919. Defendant's 
answer and counterclaim was filed June 23, 1919. No case is 
cited, and none can be found, we think, wherein it is held that a 
mere delay of such a short period of time will bar an action for 


relief. True it is that long delays, when coupled with other cir- 


cumstances, may deprive a plaintiff of the right to an accounting 
from the infringer of a trade-mark, for profits, and may limit the 
owner to the equitable remedy of an injunction. The cases are 
numerous, however, wherein it is held that, although the owner of 
a trade-mark, in case of infringement, delayed the bringing of 
an action, he is, nevertheless, entitled to an accounting for the 







































HOLLEY MILL. CO. V. SALT LAKE & JORDAN MILL & ELEV. CO. 23 


profits realized by the infringer from the time the right to the 
exclusive use of the trade-mark is asserted in court by the owner. 
In Enoch Morgan’s Sons Co. v. Trowell, 57 How. Pr. (N. Y.) 
121, it is held: 
“Damages will be given only for such sales as have taken place after 


the commencement of the action where it is shown that the plaintiff knew 
of the infringement but took no steps to arrest it.” 


It is true that that case was overruled in 89 N. Y. 293, 42 Am. 
Rep. 294. It was, however, overruled upon another point, and the 
rule respecting the measure of damages was not assailed. The 
decision in 89 N. Y. was, however, later indirectly overruled by the 
federal court in Enoch Morgan’s Sons Co. v. Wendover, 43 Fed. 420, 
10 L. R. A. 283, where the decision in 57 How. Pr., before referred 
to, was sustained. 

In Menendez v. Holt, 128 U. S. 514, at page 524, 9 Sup. Ct. 
143, at page 145 (32 L. Ed. 526), in speaking of the effect of 
delay in asserting the right to the exclusive use of a trade-mark or 
where implied consent to its use is claimed, the Supreme Court 
of the United States says: 

“Where consent by the owner of the use of his trade-mark by another 


is to be inferred from his knowledge and silence merely, ‘It lasts no longer 
than the silence from which it springs; it is, in reality, no more than a 


,” 


revocable license’. 
In 38 Cyc. 884, it is said: 


“Laches or delay is a bar to an accounting for profits and the recovery 
of damages for past infringements, even though not sufficient to bar an in- 
junction against a further continuance of the wrong.” (Italics ours.) 


By “past infringements,” as we understand the term, is meant 
the period of time preceding the bringing of an action. That doc- 
trine is well illustrated in the case of Regis v. Jaynes & Co., supra, 


where, in the course of the opinion, it is said: 


“The defendants argue that in such a case as this, while an injunction 
may be granted to protect the rights of the plaintiffs in their trade-name, 
yet the defendants should not be held for the profits which they had real- 
ized by selling articles bearing a name like the one used by the plaintiffs, 
in the absence of any fraudulent intention on their part, when it was found 
that they had acted in ignorance of the plaintiffs’ rights, and it did not 
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appear that substantial injury had been done to the plaintiffs before the 
filing of their bill. There is some conflict in the decisions; but we think 
that the weight of modern authority is in favor of the rule that an 
account of profits will not be taken where the wrongful use of a trade- 
mark or a trade-name has been merely accidental, or without any actual 
wrongful intent to defraud a plaintiff or to deceive the public (citing 
cases). 

“But we do not think that the defendants are protected by this prin- 
ciple against the taking of the account here in question. The account 
is ordered to be taken only since the filing of the original bill, upon the 
charge made in the supplemental bill that during the litigation the de- 
fendants have persisted in their infringement. It cannot be said that this 
conduct on their part was in ignorance of the plaintiffs’ rights; they were 
at least put upon inquiry, and must be charged with knowledge of what 
they would have learned upon reasonable inquiry. Nor can it be said 
that their conduct since the filing of the bill was innocent or free from 
wrongful intent within the meaning of the rule which has been stated. 
They chose after full notice and warning to persist in violating the plain- 
tiffs’ rights. If the facts as they afterwards were proved could haye been 
made manifest to the court when the bill was filed an injunction must have 
issued then. It does not lie in the defendants’ mouths to say that conduct 
on their part which afterwards was proved to have been wrongful, and as 
to which they had either full knowledge or the means of obtaining full 
knowledge of the facts, was either lawful or innocent.” 


In the case just quoted from profits were allowed only from 
the commencement of the action. 


In W. R. Lynn Shoe Co. vy. Auburn-Lynn Shoe Co., supra, 
the rule respecting damages is stated thus: 


“The rule which now prevails in the equity courts respecting the wrong- 
doer’s accountability for the ‘profits and damages’ resulting from his un- 
lawful acts, requires the master not only to take an account of all profits 
made by the defendant, but also to make an inquiry in regard to all 
damages sustained by the plaintiff on account of the defendant’s wrongful 
acts, and since it cannot be ascertained with any reasonable certainty 
how much of the profit is due to the trade-mark and how much to the in- 
trinsic value of the commodity, the whole will be awarded to the plaintiff. 
It is equally well settled that the profits recoverable in equity for unfair 
competition are governed by the same rule as in cases of infringement 
of trade-marks, and are not limited to such as accrue from sales in which 
it is shown that the customer is actually deceived, but include all made 
on the goods sold in the simulated dress or package, and in violation of the 
rights of the original proprietor” (citing cases). 


In that case profits were likewise allowed from the commence- 
ment of the action. 


The true rule respecting the measure of damages in cases 
where there is delay in bringing an action, or where there are 
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circumstances showing that the use of the trade-mark was not 
intentionally wrongful, is also well stated in the following cases in 
which an accounting was allowed from the bringing of the action: 
Wolf Brothers v. Hamilton-Brown Shoe Co., 206 Fed. 611, 124 
C. C. A, 409, affirmed in 240 U. S. 251, 36 Sup. Ct. 269, 60 L. Ed. 
629 [3 T. M. Rep. 415]; El Modello, etc., Co. v. Gato, supra. In 
the foregoing cases numerous other cases are cited which sustain 
and illustrate the doctrine, and in view of that we shall not quote 
further from the cases nor cite others here. 

In the case at bar there is nothing to show that the plaintiff 
acted in bad faith in the initial use of the trade-mark. It, how- 
ever, well knew that the defendant had been, and was continuing 
to, use the trade-mark in the sale of flour when it attempted to buy 
the same from Collins & Co., and when it notified the defendant 
of that fact and demanded that the latter should cease using the 
same. At that time it must have been aware of two facts: (1) 
That it did not obtain the trade-mark by purchasing one of defend- 
ant’s milling plants; and (2), that the defendant was claiming it as 
a trade-mark in connection with its milling business, although it 
had not formally protested that the plaintiff might not use it as it 
was doing. It should also be observed that in the case at bar, 
as in the case of Regis v. Jaynes & Co., supra, a supplemental 
counterclaim was filed by the defendant that the plaintiff was per- 
sisting in and continuing the sales of flour with defendant’s trade- 
mark, and by reason of that conduct was damaging the defendant. 
The plaintiff here, as was the case in the Regis case, continued the 
infringement until enjoined from doing so by the court. Under 
such circumstances the plaintiff cannot successfully contend that 
it committed no wrong. 

There was some conduct on the part of the defendant, how- 
ever, which is, perhaps, also open to criticism. The defendant sold 
plaintiff some sacks with the trade-mark thereon, knowing that they 
would be used during the summer of 1918 in selling flour. While 
it is true that the sacks that were sold to the plaintiff had the Salt 
Lake City address upon them, it nevertheless might have been 


construed by the plaintiff into a permission by the defendant of the 
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use by plaintiff of the trade-mark in disposing of the flour manu- 
factured at the plant purchased by plaintiff. If it be assumed 
that defendant’s act constituted consent, then such consent, as is 
well pointed out by the Supreme Court of the United States, 
amounted to no more, and could amount to no more, than a revo- 
cable license. If, therefore, the plaintiff is given the full benefit of 
every doubt respecting its good faith in the matter, nevertheless, in 
view of its own acts and conduct to which reference has been made, 
that it did not own the trade-mark, and without the consent of the 
defendant had no right to its use after the defendant had filed its 
counterclaim, how can it escape liability? Assuming, however, that 
the plaintiff was justified in believing that the defendant made no 
objection to plaintiff’s use of the trade-mark immediately after the 
sale of the sacks aforesaid, yet when the defendant came into court 
and set forth the facts respecting its title, and claimed its legal 
rights, the plaintiff no longer had any reasonable ground upon 
which to base its claim of ownership and right to the use of the 
trade-mark in connection with its milling plant. As pointed out 
by the Supreme Judicial Court of Massachusetts in Regis v. Jaynes 
§ Co., supra, from the time that the defendant set up its claim the 
plaintiff had absolute knowledge of defendant’s rights and the 
source of its title to the trade-mark. 

Moreover, if the facts had been made known to the district 
court which were made to appear at the trial, the court should, and 
no doubt would, at once have enjoined the plaintiff from using the 
trade-mark, because such use was unlawful as against the defendant. 
From that time on, therefore, in contemplation of law, the plaintiff 
must be held to have used the trade-mark without authority and 
without right, and hence it should be required to account to the 
defendant for the profits it realized from the sale of flour under 
the White Fawn brand. The defendant, however, claims that it 
sold its White Fawn flour at a net profit of twenty-five cents a bar- 
rel, and therefore it should be awarded the profit it received from 
sales made by it. The authorities, however, all lay down the rule 
that the measure of damages is the net profits which the infringer 
of the trade-mark received from all sales made by him, and that is 
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the rule which, in our judgment, should prevail in this case. De- 
fendant is therefore entitled to an accounting from and after June 
23, 1919, up to the entry of judgment in this case. While there 
is a statement of sales of White Fawn flour that were made, and 
the net profits that were derived therefrom by the plaintiff during 
the period commencing August, 1918, to some time in the year 1919, 
yet there is no statement covering the period of time to which 
we have held that the defendant is entitled to an accounting, to wit, 
from the 23rd day of June, 1919, to the date of the entry of judg- 
ment enjoining the plaintiff from using the trade-mark. 

We remark that we do not wish to be understood as holding 
that in all cases where there is delay in asserting the right to the 
exclusive use of a trade-mark the owner can recover damages only 
from the time the right is asserted in court. There may be cases 
of reasonable delay where the circumstances in no way countenance 
the use of the trade-mark by the infringer and where the right 
to an accounting will relate back to the very inception of the use 
of the trade-mark, if wrongful. The measure of damages in the 
case at bar is based on what we conceive to be the overwhelming 
weight of authority in cases of this character where there is some 
doubt respecting the use of the trade-mark before the right is 
asserted in the courts. 

There is no merit in the other assignments of error argued by 
defendant’s counsel, and we shall not pause to consider them fur- 
ther. 


This brings us to the plaintiff's appeal and to its assignments 
of error. 

There is no merit to plaintiff’s contention that the trade-mark 
was transferred by the deed of conveyance by anything that is said 
therein. The clause in the deed which is relied on, and which reads, 
“together with the milling plant upon said premises and all build- 
ings, equipment, tools, appurtenances, rights, and privileges thereto 
belonging” is a usual clause in deeds of conveyance. Under our 
statute all of those things would have passed without express men- 
tion, except equipment and tools, and if those had been perma- 
nently attached to the buildings, they perhaps would also have 
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passed without express mention. Again, the legal import of the 
phrase “‘appurtenances, rights, and privileges thereto belonging,” 
as is well understood, includes all those appurtenances, etc., which 
are used in direct connection with the real estate conveyed. In 
some instances more, and in some others less, is thereby conveyed, 
depending entirely upon what easements, rights, and privileges are 
used in connection with the real estate conveyed. We do not think 
that a single case can be found, certainly none is cited, and we 
know of none, wherein it was held that under such terms trade- 
marks are transferred and pass to the vendee. The difficulties 
that would arise from such a holding might not only be various, 
but might lead to disastrous results. Suppose, as is the case here, 
that the vendor continued to carry on the same business in the 
same vicinity in another plant which it was carrying on in connec- 
tion with the plant sold, and thus would necessarily continue in 
the business of manufacturing and selling flour, could it thus be 
inferred, without an express agreement, that the vendor intended 
to part with its trade-mark? Suppose further that the vendor 
manufactures and sells a number of brands of flour, all of which 
have become connected with, and are, trade-marks in his business, 
as is the case with the plaintiff here, which, the record shows, manu- 
factured and sold ten different brands of flour, would, under such 
circumstances, the deed be held to have passed all of them, and if 
not, how many? If, however, one or more did pass to it, would 
not all have passed? Quite apart from the foregoing considera- 
tions, however, the conclusion is irresistible that it was not intended 
at the time the deed was made, by either party, that the trade-mark 
should pass; and, as a matter of law, it did not pass to the plaintiff. 

Nor is plaintiff's contention tenable that it purchased or 
obtained the right to use the trade-mark in any other manner than 
by deed of conveyance. It is true that the right to use a trade- 
mark may be acquired by purchase without any express terms men- 
tioning the trade-mark in the instrument of conveyance or transfer 
of the property with which the trade-mark is used. If a trade- 
mark is transferred that way, however, it must be done by acquir- 
ing the good-will of the business in connection with which the 
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trade-mark is used, and of which it is a part. Where it has been 
held that the trade-marks passed, the vendee has always acquired 
the good-will of the business purchased, and, as a general rule, 
the vendor has retired from the business. Under such circum- 
stances the courts have held that where, from the whole transaction, 
it clearly appears that it was the intention of the vendor to part 
with, and the intention of the vendee to acquire, the good-will of 
the business transferred as a part of the transaction, the trade- 
mark or trade-name used in connection with, and as an incident to, 
the business may pass without expressly so stating in the instru- 
ment of transfer. To that effect are the authorities cited by plain- 
tiff, but they go no farther than that. There is nothing of that 
nature in this case. 

It is, however, also contended that a trade-mark may be 
acquired for a limited territory merely, and in support of that con- 
tention the case of The Coca-Cola, etc., Co. v. The Coca-Cola Co. 
(D. C.), 269 Fed. 796, is cited. There is no doubt that such is the 
law, but in order to accomplish that result there certainly must 
be an agreement or understanding to that effect between the parties. 
How can any one determine how much territory is intended to be 
transferred, or is, in fact, transferred, unless it is stated and agreed 
upon by the parties? The plaintiff in its complaint did not base 
its right to the trade-mark upon any such theory; nor, in view 
of its acts and conduct, to which reference has been made, can 
a right thereto be based upon any such hypothesis. It is not 
enough merely to assert a right in this court. The right, if it 
exists, must have some basis in the pleadings, and be supported in 
the proceedings. It is manifest from this record that plaintiff 
did not acquire the right to the use of the trade-mark in question in 
any manner whatever, and hence its claim in that regard must fall. 

The findings and conclusions of the court are, therefore, not 
only supported by the evidence, but, insofar as they are against the 
plaintiff, are clearly right. There is no merit to plaintiff's other 
assignments of error, and we shall not devote further time to 


them. 


The findings of fact and conclusion of law that the defendant 
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did not sustain, and is not entitled to, substantial damages are, how- 
ever, disapproved and set aside, and the judgment to that effect 
is reversed. In all other respects it is afirmed. The case is there- 
fore remanded to the district court of Salt Lake County with direc- 
tions to set aside its finding of fact and conclusion of law that the 
defendant did not sustain, and is not entitled to damages; that 
it require the plaintiff to render and make a full and accurate 
account of all the sales of White Fawn brand of flour from the 
23rd day of June, 1919, to the date that the court entered judgment 
enjoining the plaintiff from the use of the trade-mark at the net 
profit of fifteen cents per barrel, and upon such account the court 
enter judgment for such amount in favor of the defendant and 
against the plaintiff herein; defendant to recover costs on this 
appeal. 

CorrMan, C. J., and Weser, Gipeon, and TuurMan, JJ.., 


concur. 


INTERNATIONAL Fitm Service Co., INc. v. AssociaTEeD 
Propucers, INc. 


United States District Court for the Southern District of New York 


June 9, 1921 


Trape-Names—Tirte or Puoro Pray—Prioriry or Use. 

Where plaintiff adopted for the screen fifteen years after its pub- 
lication a story, entitled “A Doll’s House,” and produced it under that 
name, but after the same title had been twice so used, it cannot claim 
any priority of use therein. 

Tirte or PHoropLtay—IN¥riInceEMENT—Loss TO DEFENDANT As Bar TO Pre- 

LIMINARY INJUNCTION. 

In the case at issue, where defendant without knowledge of the 
adoption by the plaintiff of the name “Doll’s House,” chose the same 
title for a screen version, which it had made expensive preparations 
to produce, it should not, by a preliminary injunction, be compelled 
to change its title, as this would cause it serious loss, as against a 
very vague and unsubstantial loss to the plaintiff from the opposite 
course. 





Nathan Burkan, of New York City, for the plaintiff. 
Edward I. Devlin, Jr., of New York City, for the defendant. 
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LearNep Hanp, D. J.: This case does not turn upon any 
copyright in the title. So much the plaintiff appears to concede, 
Harper v. Ranous, 67 Fed. R. 904, Glaser v. St. Elmo Co., 175 
Fed. R. 276, Corbett v. Purdy, 80 Fed. R. 901, Osgood v. Allen, 
Fed. Cas. 10,603, Atlas, etc., Co. v. Street & Smith, 204 Fed. R. 
398, 404 [3 T. M. Rep. 259]. The rule appears to me to have 
been implicitly recognized in Nat., etc., Co. v. Foundation Film Co., 
266 Fed. R. 208, 210. At least I shall dispose of the case on that 
assumption, in view of the plaintiff’s reliance upon unfair compe- 
tition. 

In Osgood vy. Allen, supra, unfair competition was said to de- 
pend upon whether the similarity of titles would lead purchasers 
of copies to suppose that they were to read a book written by the 
plaintiff. The rule has been frequently applied since that time 
and was extended to photoplays in Nat., etc., Co. v. Foundation F. 
Co., supra. A dictum in Atlas, etc., Co. v. Street, supra, seems to 
hold that the title to a story will not be protected against use in a 
photoplay, but it is not necessary to go so far here. On the con- 
trary, the author of a story may contemplate turning it into a 
photoplay and the use of its title by another in a different play may 
prejudice his rights when he does. Under Aunt Jemima Mills Co. 
v. Rigney & Co., 247 Fed. R. 407 [8 T. M. Rep. 163], he would 
certainly be protected. The English cases there cited have carried 
the protection of a name or mark into widely dissimilar fields, quite 
as unlike as are a story and a play. It is not, therefore, in com- 
pliance with this dictum that I think the plaintiff should not here 
succeed. 

A title is, if not strictly descriptive, at least suggestive, and 
not an arbitrary sign. Hence in Nat., etc., Co. v. Foundation F. 
Co., supra, the question is said to be of secondary meaning, follow- 
ing the long line of decisions in the Webster Dictionary cases [See 
2 T. M. Rep. 1,443; 3 T. M. Rep. 17,278; 7 T. M. Rep. 110}. 
The plaintiff succeeds as soon as he shows an audience educated to 
understand that the title means his play. Once he shows a prior 
publication under that title, this becomes easier than in most cases 


of secondary meaning, because the title is the proper name of a 
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specific thing, not the differential of a species, as in the case of 
fungibles. Ordinarily, I should indeed think that a single publi- 
cation in a magazine so broadly circulated as the “Cosmopolitan”’ 
would be prima facie enough. The story presumptively has many 
readers of whom a substantial number remember the title. That 
title billed or advertised as the title of a photoplay leads them 
to expect a play based on the story. 

Still, as is always the case in such suits, the question is one 
of fact. Here the story came out only once and that, fifteen years 
ago. It was never reprinted, had nothing but the fugitive pub- 
licity of a magazine which is not permanently preserved except in 
the few files of collectors. If it remains at all in people’s memory, 
it must be only in the recollection of such especially retentive minds 
as were impressed, unduly I should think, with its conventionally 
sentimental theme. The plaintiff must prove a case, and pre- 
sumptions only help him as they give ground for an honest infer- 
ence in the absence of adequate information; that is all they ever 
are. The presumption here is an extremely doubtful inference. 

Furthermore, not only is the story fifteen years old, but the 
title has been twice used since that time on other photoplays, 7. e., 
in 1910 and 1914. It is impossible to say what effect this has had 
in fact, but as we must in any case proceed upon presumptions, it 
must be presumed that many people saw these two plays and they 
at any rate could no longer have supposed that “Broken Doll” meant 
only Schelling’s story. In the face of all this it seems to me an 


ingenuous assumption to suppose that there are any substantial 


number of people who today attribute any secondary meaning to 
the title at all. The plaintiff's right so far as based upon the 


original story is, therefore, in my judgment too doubtful to sustain 
a preliminary injunction. 


As to the exhibitions of May 16, 1921, it is perhaps enough 
to say that as exhibitions they were not the first, the title having 
already been used twice before. Since priority is always the test, 
the only priority on which the plaintiff can rely is therefore that 
of the story. It is indeed quite true that there may be people 
now who, having seen the performances on May 16, 1921, and 
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being careless of more than the title, will spread the title about 
among others. These in turn may go to the defendant’s play sup- 
posing it is that recommended to them. But obviously cases can- 
not be decided on such speculation, and it is indeed for that reason 
that in this subject, priority counts for so much. Based upon the 
exhibitions of May 16, 1921, the plaintiff's case seems to me also 
too uncertain. 

Yet if I am wrong in both these respects, and if the plaintiff 
can base a prima facie case, either on the story or on the two 
exhibitions last month, it still seems to me clear that no prelim- 
inary injunction should issue now. Let me assume that it might 
be otherwise if the defendant’s venture were just beginning and 
if a change of title could be made without loss. The facts in the 
case at bar are quite different. The defendant has made seventy- 
four films, all of which it must change in many places; it has 
entered into 240 contracts with exhibitors; it has advertised very 
widely, and the success of its play is at genuine hazard if it must 
now recall it on the very eve of the exhibitions. It is true that 
since May 18, 1921, it knew of the plaintiff’s claims, but the films 
were already all prepared, some of the contracts let and the adver- 
tisements had been several times displayed. Moreover, at that date, 
the plaintiff had done nothing to acquire any rights except under 
the original story, which the defendant might honestly have disre- 
garded. How soon after the performance of May 16 it learned of 
them does not clearly appear. At best it had no reason till then, 
I think, to change its plans, and that time is not fixed. 

Against this embarrassment of being obliged so to change its 
plans, nothing can be balanced but the possibility that some who 
read the story and who did not see the earlier plays, or some who 
saw the later plays and not the earlier, may be misled, or may 
mislead others into mistakenly attending the defendant’s plays. 
The right to a preliminary injunction is not so absolute as to re- 
quire me to grant one under such conditions. In cases of the 
piracy of a mark, Waldes v. International Mfrs. Agency, 237 Fed. 
R. 502, or of a name, Kathrolnore Malakaffee Zab. v. Pastor 


Kneipp’s Med. Co., 82 Fed. R. 321, little prior use is necessary ; 
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the court imposes the chances of loss upon those who deliberately 
steal the name. But such is not this case; the defendant is quite 
innocent of plagiarism, and finds itself unwittingly in peril of los- 
ing much of its investment to protect the plaintiff against an ex- 
tremely doubtful and probably insubstantial loss. Nothing in the 
books requires a court to give such an injunction, especially a pre- 
liminary injunction. On the other hand, it has been repeatedly 
said that the defendant’s loss must be balanced against the plain- 
tiff’s gain, and that a sufficient disproportion will put the plaintiff 
to his action. This has indeed even been held where the plaintiff's 
loss is clearer than it is at bar, Sampson, etc., Co. v. Seaver Rad- 
ford Co., 129 Fed. R. 751, Kommerer C. Midland, etc., Co., 229 
Fed. R. 872, 786, Contra Costa Water Co. v. City of Oakland, 
165 Fed. R. 518, 533, Amelia Milling Co. v. Tenn. C. I. & R. Co., 
123 Fed. R. 811, 813. As Judge Taft said in New England, etc., 
Co. v. Oakwood, etc., Co., 71 Fed. R. 52, “preliminary injunctions 
are granted on a balance of convenience.” 

It therefore appears to me that granting the doubtful con- 
clusion that the plaintiff will be damaged to some extent, justice 
will not be served by unconditionally stopping the performance of 
the defendant’s plays at this eleventh hour. However, the plaintiff 
may take an order compelling the defendant to keep an account of 
its profits, and to its books the plaintiff shall have access. Further- 
more, the defendant will give a bond in the sum of $25,000 to secure 
it for any profits or damages which the plaintiff may prove on final 
hearing. If the defendant fail to file the bond on or before June 
11, 1921, an absolute injunction may issue. I am of course aware 
that such a bond is of small value in cases of this sort. It is prac- 
tically impossible to prove damages and the defendant’s profits 
are scarcely available. Yet at least this is true: if the plaintiff in 
good faith feels it necessary to change its own title, the expense of 
that change would be a proper item of damage. The plaintiff 
will not be secured against any loss arising from the difference in 
success of its play under the new title and the old; that cannot 


probably be ascertained in any way, so far as I can see. That 


difference for the reasons I have already given is, however, so 
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tenuous and uncertain that at least at this stage in the case it is an 
undependable basis for relief. 
Motion denied. 





BerGHorr Brewinc Ass’n v. Pope.t-GiLuer Co., Inc. 
(287 O. G. 405) 


Court of Appeals of the District of Columbia 
April 4, 1921 


TRADE-MARKS—INTERFERENCE AND AppeEAL—‘“‘Berco” anv “Buro”’—Con- 

FLICTING SIMILARITY. 

The word “Burgo” used as a trade-mark for a non-alcoholic, malt- 
less cereal beverage, is deceptively similar to “Burgo” used on the 
same goods. 

Trape-Marxs—“Bure” Usep ror ’Burcmeister’—Nor Trave-Mark Use. 

The use by customers of the abbreviation “Burg” in calling for 
“Burgomeister” beer is not a trade-mark use of the word, and does not 
justify appellee’s claim to it as such, notwithstanding the latter’s prior 
use of the word “Burgomeister.” 

H. J. Jacobi, J. L. Steuart and S. R. Perry, of New York City, 
for appellants. 


A. E. Wallace, of Chicago, Ill., for appellee. 


Vawn OrtspeEL, J.: This is a trade-mark interference, in which 
the appellant, Berghoff Brewing Ass’n, applied to register the word 
“Bergo” as a trade-mark for a “non-alcoholic, maltless cereal bev- 
erage, sold as a soft drink.”’ 

Appellee, Popel-Giller Co., Inc., applied to register the word 
“Burg” as a trade-mark for a “non-intoxicating, non-alcoholic, 
cereal maltless beverage, sold as a soft drink.” 

It is conceded, as indeed it must be, that the goods are of the 
same descriptive properties, and that the marks are deceptively 
similar, appellant adopted and used the mark “Bergo” in 1917, 

while appellee did not show use of its mark “Burg” prior to 1918. 
At this point the controversy could be easily disposed of in appel- 
lant’s favor, but it appears that in 1916 appellee company was 
using the word “Burgmeister” as the dominating feature of a mark 
for beer. It appears that customers occasionally ordered “Burg- 
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meister” beer by the abbreviated name of “Burg.” It is, there- 
fore, urged that appellee company has established a prior use of 
the word “Burg” and should be accorded registration. On this 
point the Examiner of Interferences turned the case in favor of 
appellee company. 

We are not impressed by this contention. The mere use of 
“Burg” as an abbreviation for the word “Burgmeister,” in conver- 
sation or in written orders for goods, is not sufficient to establish 
a trade-mark use. 

It is settled law in this court, that a trade-mark is not acquired 
by the invention or discovery of a word or symbol, or by advertise- 
ment. It only becomes a trade-mark by attaching or affixing it to 
certain articles of merchandise. Consumers Co. v. Hydrox Chemi- 
cal Co., 40 App. D. C. 284 [7 T. M. Rep. 28]. 

There is no proof that appellee ever attached the word to 
goods of the kind for which it is sought to register it as a trade- 
mark prior to 1918. Its adoption, if adopted at all, was by its cus- 
tomers, not as a mark to designate the goods, but as a name to 
designate goods bearing the mark “Burgmeister.” This did not, 
therefore, constitute a trade-mark use. Coca-Cola Co. v. Branham, 
216 Fed. 264 [4 T. M. Rep. 469]. 

There is no room for the assumption of confusion between the 
marks “Bergo” and “Burgmeister.” There is testimony, however. 
by witnesses for appellee that, since 1907, it has used the trade- 
mark “Burg Brau” on lager beer. It is accordingly insisted that 
it may now claim “Burg” as a logical extension of the use of the 
original mark to non-alcoholic cereal beverages. The rule relating 
to the use of marks in the natural development of business extends 
only to the use of the same mark on goods of the same descriptive 
properties. In the case of Independent Brewing Co., 39 App. 
D. C. 118 [2 T. M. Rep. 423], we held that beer and a beverage 
containing less than one-half of one per cent alcohol are goods of 
the same descriptive properties, and in Serton and Co. v. Schoen- 
hofen Co., this day decided, we held cereal beverages, alcoholic and 
non-alcoholic, to be goods of the same descriptive properties within 
the Trade-Mark Act. We also upheld the right of the owner of a 
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trade-mark to extend its use from alcoholic to non-alcoholic cereal 
beverages. But the right of extension applies only to the specific 
mark, and not to a similar mark. The extension of the mark 
“Burg Brau” on beer to “Burg” on non-alcoholic beverages, would 
not come within the rule, since the marks are radically different. 
Nor would the use of the mark “Burg Brau” on lager beer, or its 
extension to non-alcoholic cereal beverages lead to confusion with 


~ 


the use of the mark ““Bergo”’ on non-alcoholic cereal beverages. 

It, therefore, follows that registration should be accorded 
appellant company, and denied to appellee company. 

The decision is reversed. 


BEECHNUT CEREAL CompPaANy v. BeEecH-Nvut Packinc CoMpaAaNy 
(287 O. G. 407) 


Court of Appeals of the District of Columbia 
May 2, 1921 


Trape-Marxs—Part or Corporate Name. 
The word “Beech-Nut,” being part of the appellee’s corporate 
name, cannot be registered as a trade-mark by appellant, a later user 
thereof. 


Vernon E. West and S. W. Banning, of Chicago, Ill., for 
Beechnut Cereal Company. 

J. H. Milans and C. T. Milans, both of Washington, D. C., for 
Beech-Nut Packing Company. 


Per Curiam: Appeal from a decision of the Patent Office 
sustaining the opposition of the Beech-Nut Packing Company, 
appellee here, to the registration by the appellant of the term 
“Beechnut” as a trade-mark for cereal breakfast foods. 

“Beech-Nut” being a substantial part of the corporate name of 
the appellee company, which was organized long prior to appellant's 
entry into the field, the case is ruled by prior decisions of this court. 
Mansfield Tire & Rubber Co. v. Ford Motor Co., 44 App. D. C. 
205 [6 T. M. Rep. 141] in re United Drug Co., 44 App. D. C.. 
209; Burrell v. Simplex Electric Heating Co., 44 App. D. C., 452 
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(6 T. M. Rep. 286], and Howard Co. v. Baldwin Co., 48 App. D. 


C., 487 [9 T. M. Rep. 116]. 


The decision is affirmed. 





IN RE THE APPLICATION OF TAYLOR-LOGAN Co. 


June 6, 1921 


Trape-Marxs—Apreat—“Mait” anno “Mar Orper”’—Conrusinc SIMI- 

LARITY. 

Appellant’s mark, consisting of the words “Mail Order” applied 
to paper and stationery, is deceptively similar to each of two marks 
already registered for the same goods, namely, the word “Mail” dis- 
played on the representation of a mail-box, and the word “Mail” alone, 
printed in a special manner; and the Commissioner’s decision refusing 
registration is affirmed. 


‘ 


Appellant asked the Commissioner of Patents to register the 
words “Mail Order” as a trade-mark for various kinds and grades 
of paper manufactured by it. The request was denied on the 
ground that there were registered for J. C. Blair Company two simi- 
lar marks which were applied to the same class of goods, namely, 
paper of different kinds, and that if appellant’s marks were granted 
registration it would “be likely,” in the language of the statute, “‘to 
cause confusion or mistake in the mind of the public, or to deceive 
purchasers * * *,” 33 Stat. L. 725. 

The Blair Company’s marks consist, in one case, of a repre- 
sentation of a mail box with the word “mail” on it and, in the other, 
of the word “mail” printed in a special manner. The word “mail,” 
then, is common to all the marks and is prominent in each. Appel- 
lant takes a part of the Blair Company’s mark in one case and the 
entire mark in the other and adds to it the word “order.” The 
word “mail” is the principal element in each case, and the appellant 
by appropriating it has formed a mark which, in our judgment, is 
deceptively similar to each of the Blair Company’s marks. “It is 
not necessary to constitute an infringement that every word of a 
trade-mark shall be appropriated. It is sufficient that enough be 
taken to deceive the public in the purchase of a protected article.” 
Sazlehner v. Eisner & Mendelson, 179 U. S. 19, 88. Marks which 
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have been held to be deceptively similar are “Auto-noisettes” and 
“Auto,” Walter Baker & Co. v. Delapenha et al, 160 Fed. 746; 
“Pride” and “Pride of Syracuse,” Hier v. Abrahams, 82 N. Y. 519; 
“Queen” and “Queen of the West,” Ammon & Person v. Narragan- 
sett Dairy Co., 252 Fed. 276 [9 T. M. Rep. 94]; “Chancellor Club” 
and “Club Cocktails,’ In re S. C. Herbst Importing Co., 80 App. 
D. C. 297; “Orchestrola” and ‘“Orchestrelle,’ Thomas Manufac- 
’ turing Co. v. Holian Co., 47 App. D. C. 876 [8 T. M. Rep. 151]; 
‘“Mentho-listine” and “Listerine,” Lambert Pharmacal Company v. 
Mentho-Listine Chemical Company, 47 App. D. C. 197 ]8 T. M. 
Rep. 33]; and “U-Lavo” and “Lava,” William Waltke & Co. v. Geo. 
H. Schafer & Co., 49 App. D. C. 254. 


The principles governing the solution of the question as to 


whether or not trade-marks applied. to the same class of goods are 
likely to produce confusion have been so often discussed and applied 
by this court that we do not think it necessary to do more than 
to direct attention to the decisions just referred to and to those 
cited by the Commissioner of Patents in his opinion, which we 
affirm. 


CoNSTANTINE J. Smytu, Chief Justice. 


In rE Rerp Bros. 
(287 O. G. 408) 


May 2, 1911 


Trape-Marxs—DescriptTive TERM. 

The word “Efficiency,” displayed on a shield, is not registrable 
as a trade-mark for hot-water bottles and other hospital supplies, as 
it is “more descriptive than suggestive.” 

H.C. Robb for Reid Bros. 
T. A. Hostetler for the Commissioner of Patents. 


Per Curtam: Appeal from a decision of the Patent Office 
refusing to register as a trade-mark for hot-water bottles, ice-bags 
and certain other hospital supplies, a shield bearing the word 
“Efficiency” in ordinary block type, the ground of the decision 


being that the mark is descriptive. 
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We are constrained to hold that this case is controlled by our 
decision In re Crosby Steam Gage & Valve Company, 47 App. D. C., 
382 [8 T. M. Rep. 155], in which it was ruled that the words “High 
Efficiency” were not registrable as a trade-mark for safety relief- 
valves because “more descriptive than suggestive.” Accordingly, 
the decision is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Wuiteneap, C.: An appeal was taken from the decision 
of the Examiner of Interferences denying the motion to dissolve 
the interference, on the ground that there was no interference in 
fact. Such a decision has heretofore been reviewable on appeal 
(Columbia Drug Company, 152 O. G. 834; George § Barker Com- 
pany & Laffray § Herrman Company v. Lane, 188 O. G. 1051); 
but there is no appeal from a decision overruling a motion to dis- 
miss an opposition in a cancellation proceeding. The practice 
should be the same in both cases. Testimony may show that there 
was no conflict between the goods or the marks, although the fact 
does not so appear in the present records. 

The cases cited above are overruled in so far as they hold that 
an appeal lies from a denial of a motion to dissolve an interference 
and the appeal is dismissed.’ 


Abandonment 


WuitenHeap, C.: In an appeal from a decision dismissing a 
notice of opposition use of a trade-mark consisting of the words 
“Mount Tacoma” and a picture of the mountain, for candy, is 
claimed since 1917. It was previously used by the opponent, who, 
however, gave up the use of the mark in 1917 and has not used it 
since. The opponent claimed that he gave up the mark because of 
the high price of sugar, and that he intended to resume. The Ex- 
aminer held that the right to oppose depended upon his resumption 


*Masland Duraleather Co. v. Lawrence Leather Co., 137 Ms. Dec. 27, 
Dec. 7, 1920. 
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of the mark: he might never resume its use. If he should, his rights 
depended upon whether, when he did resume, it would be held that 
his disuse had worked an abandonment, and until he had actually 
resumed, his rights were suspended. Decision affirmed.* 


Coutston, A. C.: (See decision of Feb. 5, 1921, above cited.) 
Motion to reopen was based upon telegraphic information that the 
opposers “have resumed the manufacture of piece called Mt. Taco- 
ma.” Held that the information was not sufficient to show bona 
fide resumption of the mark.*® 


Coutston, A. C.: A stipulation to dissolve an interference was 
signed by the attorney for the junior party. It appears to be an at- 
tempt to abandon the mark. This can be done only by a written 
declaration signed by an officer of the company.* 


Couutston, A. C.: (See decision above cited.) In a stipula- 
tion to dissolve the Palmer Candy Company files an abandonment 
of the application, but there must be an abandonment of the trade- 
mark, as in patent cases there must be an abandonment of the in- 
vention, otherwise the interference cannot be dissolved.° 


Wuirteneap, C.: The application of the first party having 
been refused because of a prior registration by the second party, 
affidavits were filed to the fact that the latter could not be found and 
had not been in business for a year. The application was published 
and an interference was then declared. Afterward it was found 
that there were several assignments on record and a notice was sent 
to the last assignee who wrote asking to be informed of the proceed- 
ing. The interference was remanded with the direction that it be 
dissolved unless cause to the contrary be shown.° 

* Wiegel Candy Co. v. Brown & Haley, 137 Ms. Dec. 350, Feb. 5, 1921. 
* Wiegel Candy Co. v. Brown & Haley, 137 Ms. Dec. 400, Feb. 23, 1921. 


* Palmer Candy Company v. Brecht Candy Company, 137 Ms. Dec. 395, 
Feb. 21, 1921. 


*Palmer Candy Company v. Brecht Candy Company, 137 Ms. Dec. 442, 
Mch. 3, 1921. 


*Seranton Distributing & Manufacturing Co. v. Graves, 137 Ms. Dec. 
254, Jan. 22, 1921. 
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Conflicting Marks 


Mann, C.: There is no conflict between marks consisting of 
the words “Liberty Bell” and of the picture of the Liberty Bell and 
a scroll, on the one hand, and a design resembling a bell, combined 
with a different scroll, on the other. It is not believed that even a 
clear representation of a bell would be confused with the former 


mark.’ 


Coutston, A. C.: In the case of an application for the regis- 
tration of the trade-mark “Dyrite” for dyes, opposition was filed 
because of the resemblance of the mark to the opponent’s mark 
“Rit,” for soap dyes. In an appeal from *t {judgment dismissing 
the notice of opposition, held that the mark. .ere not liable to con- 
fusion and that the applicant’s mark was not so clearly descriptive 
as not to be entitled to registration.* 

* Kibbey v. Lindquist & Co., 187 Ms. Dec. 431, Mch. 3, 1921. 


*Sunbeam Chemical Company v. Markatos, 137 Ms. Dec. 397, Feb. 23, 
1921. 





